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REMARKS 

I. Support for the Amendments 

Claims 1-26 were originally in the application. Non-elected claims 8-26 have been 
withdrawn. Claims 5 and 7 were canceled during previous Amendments. 

Claims 1-4 and 6 were in the application. Claim 4 has been canceled without prejudice to 
its pursuit in an appropriate divisional or continuation application. Claims 1 and 3 have been 
amended. No new matter has been added by virtue of these amendments. Claims 1-3 and 6, as 
amended, are presently in the application. 

Support for amended claims 1 and 3 can be found in the original specification, figures, 
and claims. The amendments to claims 1 and 3 have provided the sequence identifiers in 
accordance with the Examiner's request. Additional support for amended claims 1 and 3 can be 
found, e.g., from page 10, line 12, to page 11, line 5; from page 17, line 24, to page 18, line 8; in 
Figures 6 and 7; and in the Examples. 

Support for the amendments to the specification can be found in the original 
specification, figures, and claims. The specification has been amended to provide sequence 
identifiers in accordance with the Examiner's remarks in the Office Action and to provide 
sequence identifiers for sequences previously provided in the Figures (particularly in Figures 5- 
7). Additional support for the amendment to page 26 of the specification can be found from page 
22, line 17, to page 23, line 14, of the Japanese text of PCT/JP99/02305, a copy of which is 
provided herewith, with the relevant portions of the text underlined and indicated by check marks 
in the left-hand margin. 
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II. Status of the Claims 

Claims 1-26 were originally in the application. Claims 1-26 were subject to an 
election/restriction requirement, and claims 1-7 were elected. Claims 8-26 were withdrawn 
without prejudice or disclaimer of any subject matter. Claims 4, 5, and 7 have been canceled. 
Claims 1-3 and 6 are presently in the application. 

III. Nucleotide and/or Amino Acid Sequence Disclosures 

The Examiner has required amendments to the claims with respect to the sequence 
identifiers and has requested a revised Sequence Listing, including both a paper copy and an 
electronic copy. 

Applicants have amended claims 1 and 3 accordingly, in addition to the appropriate portions 
of the specification, in response to the Examiner's remarks and to provide sequence identifiers for 
sequences previously provided in the Figures (particularly in Figures 5-7). Applicants have 
requested the Examiner to enter the revised sequence listing. 

Applicants respectfully submit that the amendments to claims, specification and sequence 
listing place the application in condition for allowance. 

IV. Rejection of Claims 1-4 and 6 under 35 U.S.C. §112, First Paragraph 

The Examiner has rejected claims 1-4 and 6 under 35 U.S.C. §112, first paragraph, for 
reasons relating to enablement. The rejection is rendered moot with respect to claim 4, which 
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has been canceled without prejudiced. Applicants respectfully traverse the rejection. 

As amended, claim 1 recites a polypeptide having more than 50% identity with SEQ ID 
NO: 1 and comprising 101 conserved amino acid residues. These amino acid residues are 
commonly conserved in all amino acid sequences shown in Figure 7. Therefore, one of ordinary 
skill in the art would recognize the potential importance of these conserved amino acids, relative 
to the variable amino acids, with respect to the claimed nicotianamine synthase. As a result, use 
of part or all of the consensus sequence(s) in the present invention would not require undue 
experimentation on the part of one of ordinary skill in the pertinent art. 

Applicants respectfully disagree for the reasons outlined supra, but have amended claim 1 
in the interests of furthering the prosecution of the case. Support for the amendment to claim 1 
can be found in Figure 7, as filed, and elsewhere. Claims 2, 3 and 6 are dependent on claim 1, 
and the reasoning that applies to claim 1 also applies to these claims. (Claim 4 has been 
canceled, rendering the rejection moot.) Applicants respectfully submit that the amendments 
place claims 1-3 and 6 in condition for allowance. 

V. Correction of Inadvertent Error in the English Translation of the Specification 

It has come to Applicants' attention that an inadvertent error occurred during the 
translation of the specification of PCT/JP99/02305 from Japanese into English. Applicants have 
amended the specification on page 26 of the English translation in order to correct the error. 

First, in the translation filed with the application, the subject matter of original Example 9 
was omitted, and original Example was incorrectly numbered and entitled as Example 9. 
Applicants have amended page 26 of the English translation to include the inadvertently omitted 
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text and to correct the titles of the Examples. Support for this amendment can be found from 
page 22, line 17, to page 23, line 14, of the Japanese text of PCT/JP99/02305. Copies of these 
pages are submitted herewith. The paragraph and title in question are underlined and indicated 
by check marks in the left-hand margin. 

Second, in the text for Example 10 (as amended), the cited example number was 
inadvertently altered to "example 1" during the translation (see page 26, line 20). Applicants 
have amended page 26 to correct the cited example number to "example 9." Support for this 
amendment can be found on page 23, line 8, of the Japanese text of PCT/JP99/02305. A copy of 
this page is submitted herewith. The line is question is underlined and indicated by a check mark 
in the left-hand margin. 

Applicants submit that these changes are supported in the original Japanese text of the 
international application (PCT/JP99/02305). The present case is a U.S. National Phase 
Application of PCT/JP99/02305 under 35 U.S.C. §371. Applicants respectfully submit that the 
amendment to the specification merely corrects an inadvertent error in translation, that the error 
was unintentional, and that no new matter is introduced into the application as a result of the 
amendment to correct the translation. 

Applicants respectfully request the Examiner to enter the amendment correcting the 
English translation, which will place the application in condition for allowance. 
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CONCLUSION 



In view of the foregoing amendments and remarks, the present application is respectfully 
considered in condition for allowance. An early reconsideration and notice of allowance are 
earnestly solicited. 

It is believed that all outstanding rejections have been addressed by this submission and 
that all the claims are in condition for allowance. If discussion of any amendment or remark 
made herein would advance this important case to allowance, the Examiner is invited to call the 
undersigned as soon as convenient. 

Tt is believed that a one-month extension of time is required. If a petition for an 
additional extension of time is required, then the Examiner is requested to treat this as a 
conditional petition for an additional extension of time. Although it is not believed that any 
additional fee, beyond the fee submitted herewith, is required to consider this submission, the 
Commissioner is hereby authorized to charge our deposit account no. 04-1 105 should any fee be 
deemed necessary. 



Respectfully submitted, 





Kathryn A. Piffat, Ph.D., (Reg. No. 34,901) 
EDWARDS & ANGELL, LLP 
P.O. Box 55874 
Boston, Massachusetts 02205 
Telephone: 617-439-4444 
Facsimile: 617-439-4170 
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